The opinion in support of the decision being entered
today was not witten for publication and is not
bi ndi ng precedent of the Board.
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ON BRI EF

Bef ore URYNOW CZ, FLEM NG and LALL, Adninistrative Patent
Judges.

LALL, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal under 35 U. S.C. § 134 from
the final rejection of clainms 32, 34-37 and 39-41, the only
remai ning clains in the application.

The invention is directed to a nmultiple channel
br oadcasti ng system wherein the pressing of a guide button on
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the renote control device provides an el ectronic progranm ng
guide. Figure 15 of the specification is an exanple of an
el ectroni c programm ng guide in accordance with the teachings
of the presently clained invention. This systemtunes to the
station at which a pointer of the electronic programm ng gui de
is located and provides the audio and vi deo, wherein the
el ectronic program gui de i s superinposed over the video.
Furthernore, the system di splays programm ng description
information in the electronic program gui de. Wen the user
noves the pointer to a different station, the system
automatically tunes to the new station at which the pointer is
| ocated and provides the auto, video, and a program
description. Therefore, the user can preview many different
stations without repeatedly entering and exiting the program
guide. A further understanding of the invention can be
obtained by the follow ng claim

32. In a nultiple channel broadcasting systemin which
prograns are broadcasted for display on a screen, a nethod for
generating an on-screen favorite station guide for a user to

sel ect favorite channels to view, conprising the steps of:

selecting at | east one channel as the user's favorite
channel ;

tuning to a first channel to provide a broadcast of a
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first programon the screen;

generating a favorite station guide, said favorite
station guide consisting of an array of favorite stations,
each array elenent providing a selectable area identifying the
channel nunber, station identification and title of currently
broadcast ed program of each favorite station;

superinposing the favorite station guide over the
broadcast on the screen, such that only a portion of the video
of the broadcast is covered by the displayed favorite station
gui de and the audio is broadcast ed;

nmovi ng a system poi nter displayed on the screen to point
to a selectable | ocation on the displayed station guide to
point to a second programcurrently broadcasted on a favorite
station on a second channel; and

tuning to the second channel to provide a broadcast of
t he second programon the screen in response to the novenent
of the pointer.

The Exam ner relies on the follow ng references:

Marshall et al. (Marshall) 5, 523, 796 Jun. 4,
1996
(filed May 20, 1994)
Young et al. (Young) 5,532, 754 Jul . 2,
1996
(effectively filed Cct. 30,
1989)
Florin et al. (Florin) 5, 594, 509 Jan. 14,
1997

(filed June 22, 1993)
Clainms 32, 34-37 and 39-41 stand rejected under 35 U.S. C
8 103 as being unpatentable over Florin in view of Young and
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Mar shal |
Rat her than repeat the positions and the argunents of
Appel  ants and the Exam ner, we make reference to the briefs?

and the answer for the respective positions.

OPI NI ON
We have considered the rejections advanced by the
Exam ner. W have, |ikew se, reviewed Appellants' argunents
against the rejections as set forth in the briefs.
W reverse.
In our analysis, we are guided by the general proposition
that in an appeal involving a rejection under 35 U.S.C. § 103,

an Exam ner is under a burden to nake out a prima facie case

of obviousness. |If that burden is nmet, the burden of going

forward then shifts to the applicant to overcone the prinma

faci e case with argunent and/or evidence. GCbviousness, isS
then determ ned on the basis of the evidence as a whole and

the rel ative persuasiveness of the argunents. See In re

' Areply brief was filed as Paper No. 25, and the
Exam ner entered it into the record w thout any further
response, see Paper No. 26.
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Cetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. GCr

1992); In re Hedges, 783 F.2d 1038, 1039, 228 USPQ 685, 686

(Fed. Cir. 1986); In re Piasecki, 745 F.2d 1468, 1472, 223

USPQ 785, 788 (Fed. Cir. 1984); and In re Rinehart, 531 F.2d

1048, 1052, 189 USPQ 143, 147 (CCPA 1976). W are further
gui ded by the precedent of our review ng court that the
limtations fromthe disclosure are not to be inported into

the cl ai ns. In re Lundberqg, 244 F.2d 543,

113 USPQ 530 (CCPA 1957); In re Queener, 796 F.2d 461, 230

USPQ 438 (Fed. Cir. 1986). W also note that the argunents
not made separately for any individual claimor clains are

consi dered wai ved. See 37 CFR § 1.192(a) and (c). Inre

Baxter Travenol Labs., 952 F.2d 388, 391, 21 USPQ2d 1281, 1285
(Fed. Gir. 1991) (“It is not the function of this court to
exam ne the clains in greater detail than argued by an
Appel I ant, | ooking for nonobvi ousness distinctions over the
prior art.”);

In re Wechert, 370 F.2d 927, 936, 152 USPQ 247, 254 (CCPA

1967) (“This court has uniformy followed the sound rul e that
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an i ssue rai sed below which is not arqued in that court, even

of it has been properly brought here by reason of appeal is
regarded as abandoned and will not be considered. It is our
function as a court to decide disputed issues, not to create
them ).

Anal ysi s

At the outset, we note that the Appellants elect to have
clainms 32, 34-37 and 39-41 all stand or fall together, see

brief at page 4.

We take claim 32 as representative of the group. The
Exam ner gives a detailed explanation of the rejection at
pages 3-5 of the Exam ner's Answer. The Exam ner concl udes,
id. at page 5, that "[g]iven the systens of Young et al. and
Marshall et al., a person having ordinary skill in the art
woul d have readily recogni zed the desirability of displaying
the el ectronic guide covering only a portion of the video of

t he broadcast, so that a user can follow the broadcast program
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(by listening to the audio portion) while view ng the
el ectroni c program guide. Therefore, the clainmed invention
(claims 32 and 37) woul d have been a nere nodification of the
system di scl osed by Florin et al."

Appel l ants argue that Florin, Young or Marshall, alone or
i n conbination, do not disclose or suggest the clained tuning
to the second channel to provide a broadcast of the second
programon the screen in response to the novenent of the
pointer. See pages 5-13 of the brief and pages 2-3 of the
reply brief. Appellants also argue that the program gui de
shown by Marshall or Young is not of the sane type as cl ai ned
because the information provided by the guide in Young or

Marshall only pertains to a single channel.

Regardi ng the argunent of Appellants that Young or
Marshal | do not show the type of program gui de cl ai ned by
Appel lants, we note that, to the extent clainmed, a program
gui de covering a portion of the screen displaying a programis
i ndeed shown by Marshall or Young. As to the type of
information in the programguide, that is shown by Florin, see
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for exanple Figure 12 of Florin. However, we do not agree
with the Exam ner's position, answer at page 7, that, "the
teaching of Florin, at col. 18, line 61 to col. 19, line 3,
satisfies the claimed limtations. Although the tuning to the
second channel (Florin) is manual, the invention, as broadly
cl ai mred, does not preclude such an interpretation. It is
further noted that the selection of the second channel is
responsive to the noving of a pointer (highlighter)." Thus,
we note that the Exam ner admts that an additional (manual)
step of pressing the selection button is required after the
poi nter has been pointed to a particular desired program that
acconpl i shes the tuning of the channel selected by novenent of
the pointer. The Exam ner's argunment seens to rely on his
interpretation of the phrase "in response to". The Exani ner

seens to suggest that since the selection of

t he second channel was performed by the novenent of the

poi nter on the program gui de display, any subsequent tuning of
t he sel ected second channel was in response to the novenent of
the pointer. However, we do not agree with this
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interpretation of the phrase "in response to" in claim32. W
are of the viewthat the clainmed limtation "tuning to the
second channel to provide a broadcast of the second program on
the screen in response to the novenent of the pointer”
requires that the second channel is tuned as the pointer is
noved to the second channel w thout any additional step of
pressing any other function key on the renote control.
Therefore, we agree with Appellants that the conbi nation of
Florin, Young and Marshall does not satisfy the clained
[imtation.

Wth respect to the other independent claim 37, we note
that this is an apparatus claim It contains a limtation
corresponding to the above Iimtation. Consequently, the
conbi nation of Florin, Marshall and Young does not neet the
claimlimtation "said systemresponding to the novenent of
the pointer to the selected |ocation by tuning the second
channel to provide a broadcast of a second programon the

screen. "

Therefore, we do not sustain the obviousness rejections
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of clainms 32, 34-37, and 39-41 over Florin, Young, and
Mar shal | .

The decision of the Exam ner rejecting clains 32, 34-37,
and 39-41 under 35 U.S.C. 8§ 103 is reversed.

REVERSED

STANLEY M URYNOW CZ, JR
Adm ni strative Patent Judge

M CHAEL R FLEM NG
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

PARSHOTAM S. LALL
Adm ni strative Patent Judge
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